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v • REMARKS 

; ' ,' Claims 1 - 1 2, 14-15, and 1 8-20 arc currently pending in the present 

application. Claims 21-30 have previously been withdrawn. Claims 14, 18, and )0 
have been amended, Claims 13, 1 6, and 17 were previously canceled. 
: Reconsideration of the application is respectfully requested in view of the following 

: , responsive remarks, 

For the Kxamincr's convenience and reference, Applicants' remarks are 
' : • • • presented in the order in which the corresponding issues were raised in the Office 

, ■ • Aciion. 
; In the office action of September 11, 2007, the following actions were taken: 

(1) Claims 14- 15 and 18-tO were rejected under 35 U.S. C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim 

; . the subject matter which applicant regards as the invention; 

(2) Claims i-4, 6-12, 14-15, )«, and 20 were rejected under 35 U.S.C. 103(a) 
} : ' . as being unpatentable over U.S. Pat. No. 6,120,588 (hereinafter 41 Jacobson") in view 

■ ' ' of US. Pat. No. 4,301,196 (hcreinailer "McCormack"); 

' / j ' (3) Claim 5 was rejected under 35 U.S.C, 103(a) as being unpatentable over 
Jacobson in view of McCormack and further in view of JP 08-319575 (hereinafter 

; . "Takcda"); and 

, (4) Claim 19 was rejected under 35 U.S.C, 103(a) as being unpatentable over 

V. Jacobson in view of McCormaclc and further in viewofU.S. Pat No. 3,918,927 

■ " , OiereinariLT "Wells"). 

: It is respectfully submitted that the presently pending claims be examined and 

'* i . allowed. 

■ j 

' ! !, • ' Rejection U>uh>r 35 U.S.C. $ 112 

'[ V ' ' , The Examiner has rejected claims 14-15 and 18-19 under 35 U.S. C. 112, 

' second paragraph, as betng indefinite for failing to particularly point out and distinctly 

; , claim the subject mnltcr which applicant regards as the invention. Specifically, the 

1 : - Examiner has noted that claims 14, 15, and 18 depend from a canceled claim. As 

. % . ' : v.. ■ such, the Applicant has amended claims 14, 15, and 18 to properly depend from 

• • \- pending claims. Additionally, the lixaminer questioned the amendment to claim 19 

•i . ' 
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1 . s • ■ and alleged that it is unclear. The Applicant has amended claim 19 to remove any 

' * . jjinbipuity. As yuch a claim 19 now recite that the ink-jetting step further includes a 
- 1 , ; marring step. 

\ . . ; • As the Applicant has amended Hie claims to correct the dependency and has 

. ■ , ' removed any ambiguity, the Applicant submits that the present claim set is in proper 

form and respectfully requests that the Examiner withdraw the present rejection. 

. \\ ' ; ; Regions Under 35 US.C. S J 03 
: . . '< The Examiner has rejected the claims 1-12, 14-15, and 18-20 under 35 U.S.C. 

103(a) as bcinji unpatentable over several references. 
,[ '->, The Applicant docs nol doom it necessary to recite the entire case Jaw standard 

; required in order to establish a prima fade ease of obviousness. ) Iowever, the 
; , '' ' Applicant would like to briefly remind the Examiner of the required three criteria for 
a prima facie case of obviousness, namely 1) thai the asserted references as modified 
or combined must teach or suggest each and every element of Ihc claimed invention, 
2) lhal the asserted references as modified or combined must provide a sufficient 
• *'' ! ^ , likelihood of successfully making ihc modification or combination, and 3) thai the 
\;"' - . [ ' Examiner must identify a reason for the modification or combination asserted, 

Specifically, the Rxamincr has rejected claims 1-12. 14-15, and 18-20 as being 
\ \ \ , obvious in view various combinations of Jacobson, MeComiack, Wells, and Takeda. 

' ; • As such, a brief description of these references is believed to be in order. 

Jocobsofi 

Jacobson teaches electronically active inks for cleciroless plating. The inks 
. ' may be applied by an ink jet system, 1 fowever, as noted by the Examiner, Jacobson 

\ , . ' ; ,. docs not (each qn cleefroless active layer; 

McConnnck teaches electroless copper deposition. The method includes the 
. ' * • '"' ! , use of stannous chloride and palladium chloride. 



:' j , , * ( ' . 
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Wells teaches a standard electroplating technique;. '1'he Kxaminer alleges that 
Wells discloses the use ofan acidic palladium chloride solution to mar the surface of 

i 

the substrate. However, Wells teaches that tho acidic palladium chloride solution is 
used "to remove Iho lin stilts " Seo col, 1 1 , line 60. As such, Wells does not teach 
specific marring of the subsirale. 

Takcifa 

Tnkeda leaches the use olTd(Nlb).|Cl2 as a palladium salt for electrolcss 
pin ting over carbon fine grains. 



1 . v 



The Examiner has rejected the pending claim set over Jacobson in 
combination with .several references. The rejections include Jacobson as the primary 
reference in combination wilh McCormack as a secondary reference. Jacobson 
teaches nn ink jet system for printing inks containing metal ions and a reducing agent 
However, as noted by the Hxammcr, Jacobson does not teach an electrolcss active 
layer. It is also pointed out that Jacobson does not ink-jet its ink onto an cleclroless 
active layer, nor is the reducing agent contacted with the metal composition on the 
eleglrolcss active layei\ The lixamincr uses McCormack, which teaches the use of 
stannous chloride and palladium chloride as a sensitizing and seeding solution, to 
allegedly cure the fit least three missing elements of Jacobson. 

The Applicant has previously amended claim 1 to include that the electroless 
active layer is formed by ink-jolting an electroless initiator, As such, the presently 
amended claim set contains a lourllj element missing from the present combination of 
references. Specifically, none of the cited references alone or in combination, i.e., 
Jacobsem McCormack, Wells, and Takeda, teach the step of forming an electroless 
active layer by ink-jetting an electrolcss initiator. 

As the Bxaminer has noted, Jacobsen does not teach an electroless active 
layer. Therefore, the Examiner has combined Jacobsen with McCormack to cure the 
deficiency as McCormack allegedly teaches an electrolcss active layer. However, 
tkere is absolutely no teaching in McCormack regarding ink-jetting. Therefore, 
McCormack alone or in combination with Jacobsen does not teach the element of 
forming an electroless active layur by ink-jutting an electroless active initiator. 
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Additionally, Wells coniains no teaching of forming an elcctroless active layer by ink- 
jetting an elcctroless initiator and was cited by the Examiner for the teaching of an 
electrons active layer by etching. Therefore, Wells docs not cure the deficiency of 
Jacbbsen and KfcCormuck. Furthermore, Takcda contains no leaching of forming an 
elcctroless active layer by ink-jelling an elcctroless initiator and was cited by the 
Fx a miner for the teaching of Pd(NH3)4CL& as the metal salt. Therefore* Takeda does 
not cure the deficiency of Jacobsen and McCormack. As such, the Applicant submits 
that the present combination of inferences does no! leach each and every element of 
amended claim I. 

The Examiner has responded to the above arguments that since Jaeobson 
teaches ink-jetting nncl McCormack teaches an elcctroless active layer, the 
combination provides the elements of the pending claim set Such an argument infers 
that since an Ink-jetting reference teaches ink-jetting, (Hereford anything tltat is ink- 
jetted would be obvious. However, the Applicant submits lhal such conclusory 
arguments cannot serve as a prima facie case of obviousness since the Examiner must 
show that each and every element of the pending claim set is obvious in view of the 
cited art or the knowledge of one skilled in the ait Such standard has not been met in 
the present ca.se. Bvcn if the present combination could lead one skilled in the art to 
ink -jet metal traces on n sensitized substrate (an clement not found in either reference 
individually), the present combination docs not teach the step of ink-jeuing an 
. electroless active layer. The Applicant contends that the Examiner has used 
impermissible hindsight in an attempt to reconstttict the present invention. The court 
has stated that the Applicant's specification cannot he the basis for motivation, i.e., no 
hindsight reconstruction. Yamtmouchi P harmaceutical Co.. Ltd. v. Danburv 
Pharmacal, Trie. 231 R3d 1339, 56 U.S.P,Q.2d 1641(Fcd. Cir.), reh'g denied, 2000 
U.S. App. LEXIS 34047 (2000). Accordingly, if a prior ait reference is sought to 
provide a specific clement of a claim with the use of hindsight, any rejection based 
thereon is improper and should be withdrawn. 

In view of the foregoing, Applicants believe that claims 1-12, 14-15, and 18- 
20 present allowable subject matter and allowance is respectfully requested. If any 
impediment 1o the allowance of these claims remains after consideration of the above 
remarks, and such impediment could be removed during a telephone interview, the 
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Examiner k invited to telephone the undersigned attorney at (801) 566-6633 so that 
such issues may be resolved as expeditiously as possible. 



Please charge any additional fees except for Issue Fee or credit any 
, overpayment to Deposit Account No. 08-2025, 



Hated this Itr day of January, 2007. 




GaiyP. Otdceson 
Attorney rot Applicant 
, Registration No. 44,266 

THORPE NORTH & WESTERN, LLP 
8180 South 700 East, Suite 200 
Sandy, Utah 84070 
(801)566-6633 

On Behalf Of: 
HEWLETT-PACKARD COMPANY 
P.O, Box 272400 
Port Collins, CO 80527-2400 
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